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DETAILED ACTION 
Specification 

1 . The abstract of the disclosure is objected to because legal phraseology such as 
"The invention relates..." should be avoided. Correction is required. See MPEP 

§ 608.01(b). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 5 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear what structural limitation applicant intends to cover when claims 5 
and 6 call for "the part". The writing instrument, as disclosed in the instant specification, 
is made of multiple parts so to reference "the part" Is confusing. Since the metes and 
bound of the claimed subject matter could not be ascertained, the claims are indefinite. 
To expedite examination the examiner has interpreted "the part" to be referencing the 
information support. 

4. Claim 1 recites the limitation "the information" in line 8. There is insufficient 
antecedent basis for this limitation in the claim, and therefore render the claims 
indefinite. Claims 2-12 depend from claim 1 and are likewise indefinite. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 -7 {as presently and best understood) are rejected under 35 
U.S.C. 102(b) as being anticipated by Koyama (US 2001/0016142 A1). 




Regarding claim 1, Koyama discloses a writing instrument comprising a housing 
with a reservoir, and a writing head with a writing tip (see the annotated figures above). 
Koyama further discloses an information support arranged in the reservoir where the ink 
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hides information and the information becomes visible as ink is used (see paragraph 
0004 and the right annotated figure above). 

Regarding claim 2, Koyama discloses that the housing is made of a transparent 
plastic material (see paragraph 0053). 

Regarding claim 3, Koyama discloses that the housing comprises a window 
gradually reveals a view of the information support as the ink is consumed (see 
paragraph 0055). 

Regarding claim 4, Koyama discloses that the information support has the form 
of a part and in is held in the reservoir with the help of holding devices (see paragraph 
0049 and the annotated figures above). 

Regarding claim 5, Koyama discloses that the information support is made of 
plastic (see paragraph 0045 and 0060). 

Regarding claim 6, Koyama discloses that information support has the shape of a 
disk or strip (see the right annotated figure above). 

Regarding claim 7, Koyama discloses a writing instrument where it is in inherent 
that the writing instrument is disposable. Koyama further discloses that the writing 
instrument could be a roller ball pen (see paragraph 0017). 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 8-1 2 (as presently understood) are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Koyama, as discussed supra, in view of Smith (US 6,068,422). 

Regarding claims 8-11, Koyama discloses a writing instrument including an 
information support. Koyama does not disclose the information support including a 
paper or film underlay imprinted on or fixed to the information support, nor the 
information characterized in an image, an advertising text, an inscription, a lot number 
or the like. Attention is directed to Smith which discloses a transparent plastic film 
information support including information imprinted on the transparent plastic film 
information support (see col. 1 lines 35-67). The information characterized in 
measurement indicia (see col. 1 line 43 and lines 57-60). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the writing instrument of Koyama to include a transparent plastic film 
information support further including information, characterized in measurement indicia, 
imprinted on the transparent plastic film information support in view of the teaching of 
Smith. Such a modification would allow the user to find out the amount of ink remaining 
in the pen. 

Regarding claim 12, it also would have been obvious matter of design choice to 
modify Koyama by having the color of the information and/or of the information support 
coordinate with the coloring of the ink, since the applicant has not disclosed that having 
the color of the information and/or of the information support coordinate with the 
coloring of the ink solves any stated problem or is for any particular purpose. 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Burden et al. (US 6,742,953 B2), Brummernhenrich (US 
6,386,780 B1), Kirklen (US 3,343,293), Kirklen (US 3,315,395), Parker (US 2,971,283), 
Herns (US 2,896,348), Wilson (US 2,347,144), Wuestman (US 2,304,522), Echevarha 
(US 1,372,608), and Ogiivy (1,317,817) all disclose writing instruments with transparent 
walls that for display or information purposes. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEEGAN GUMBS whose telephone number is 
(571 )270-5608. The examiner can normally be reached on Monday through Friday 
7:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoa Huynh can be reached on 5712724888. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KRG 
AU4128 

/Khoa D. Huynh/ 

Supervisory Patent Examiner, Art Unit 4128 



